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TERMINAL BarBer Suops, Inc. v. JosepuH Zospera & Frep 
LENNEPER 


United States Court of Appeals, Second Circuit 


November, 1928 


Unrarr Competition—Trave Extenston—Extent or REtIer. 

A subsequent user of a trade-name, operating in a contiguous 
territory, to take the benefit of the reputation of plaintiff’s goods, 
or to forestall the extension of its trade in that territory commits 
an injury for which equity will afford injunctive relief, to insure 
adequate protection for the present and future business of the plain- 
tiff. 

Unrar Competirion—Use or Worp “TrerminaL” sy Competine SnHops. 

Plaintiff had in 1908 adopted the word “Terminal” to designate 
its barber shops first opened in New York City and has made the 
name widely and favorably known in connection with its barber 
shops and hair-dressing parlors in that city. It advertised exten- 
sively in New Jersey, and has a large business among residents of 
New Jersey, one-third of its women customers being residents of that 
State. 


Held plaintiff is entitled to an injunction to restrain the use of 
the name “Terminal” in competing shops in New Jersey, where it 
has no shops, as well as in New York. 

In equity. Appeal from a decree enjoining use of trade- 
name. Modified and affirmed. 


Weill, Wolff & Satterlee (Henry F. Wolff and Arthur L. New- 
man, of counsel), all of New York City, for appellant. 

Warfield & Watson (F. P. Warfield and Donald L. Brown, of 
counsel), all of New York City, for appellees. 


Before Manton, Swan, A. N. Hann, Circuit Judges. 


Manton, J.: The Terminal Barber Shops, Inc., a New York 
corporation, at the date of the commencement of this suit, main- 
tained and operated a chain of barber shops and ladies’ hair- 
dressing establishments under the name of “Terminal Barber 
Shops” and “Terminal Beauty Shops.” This suit seeks to restrain 
the defendants from conducting their barber shops and ladies’ hair- 
dressing establishments using the name “Terminal Beauty Par- 
lors” or other combinations including the word “Terminal.” The 
plaintiff was organized in 1908, having its first three shops in the 
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Hudson & Manhattan Railroad Terminal Buildings in New York 
City. It made part of its corporation and its trade-name “Ter- 
minal,” suggested by the name of the building of its first location. 
For twenty years it has continued to expand and grow and estab- 
lish shops in railroad stations, large hotels and office buildings, 
using the word “Terminal” in all its window signs and advertising. 
In 1917, it opened its first separate ladies’ hair-dressing establish- 
ment and since then has developed an extensive business in this 
field. At all times it has used the word “Terminal.” The business 
has grown so that on the date of the commencement of this suit, it 
had thirty-one shops and it had under lease additional space to 
make a total of thirty-eight places of business. The gross business 
in 1927 was $2,400,000, of which $750,000 represented the pro- 
ceeds from the ladies’ hair-dressing business. 

When the plaintiff commenced business, it organized to im- 
prove the barber business along more sanitary lines. It eliminated 
the then universal use of the shaving mug and a cake of soap, one 
brush, comb and towel used by several customers. It provided 
for cleanliness of the barber and cleanliness toward the customer 
by a novel service of individual brush, comb and towel. Other 
sanitary conditions within the shop were provided. This gained 
for the plaintiff a reputation which helped to establish and expand 
its business. Now its shops and salons are located in New York, 
Michigan, Illinois and Ohio. The plaintiff advertised, using the 
name “Terminal” extensively in magazines and newspapers, not 
only in the city of New York but elsewhere and, during the past 
three years, has expended annually $75,000 for such purpose. It 
has no shops in New Jersey, where the defendants are located, 
but it advertises extensively in trains used by commuters of New 
Jersey; also in newspapers in that State. The affidavits establish 
that the plaintiff's reputation for “terminal service” has become 
such that there constantly come to it proposals unsolicited from 
important cities in the United States and from owners of buildings, 
stores and hotels, desiring to introduce its service in their enter- 
prises. This results in the plaintiff's ability to secure advan- 
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tageous leases frequently without competition, and is said to be 
based upon the high reputation for the type of service rendered. 

The defendants, co-partners, on June 22, 1927, filed a cer- 
tificate for doing business under the assumed name of “Terminal 
Beauty Parlors” in Hudson County and on August 26, 1927, in 
Essex County, New Jersey, and in New York County, New York, 
on January 24, 1928. At the time of the commencement of this 
suit, they operated a place of business as the “Terminal Barber 
Shop” in Union City, N. J.; “Terminal Beauty Parlors,’ Union 
City, N. J.; “Terminal Beauty Parlors” in West New York, N. J.; 
“Terminal Beauty Parlors,’ Jersey City, N. J.; “Terminal Beauty 
Parlors,’ Newark, N. J., and “Terminal Beauty Parlors,’ New 
York City. All of these, except the shop at Union City, were 
opened after June, 1927. These places of business are located 
within a few miles of Jersey City, which is but across the Hudson 
River from the Hudson Terminal Building in New York City. 
The defendants advertised their places of business in New York, 
when it was opened about the end of March, 1928, at 3652 Broad- 
way, New York City, as an uptown branch of the “Terminal Beauty 
Parlors.” 

In October, 1909, the defendant Lenneper opened a barber 
shop on the west side of Eighth Avenue and 128th Street, New 
York City, and in his affidavit swears that he conducted this busi- 
ness for two years as the “Terminal Barber Shop.” In 1911 he 
moved to Hoboken, N. J., where he went to work for another 
barber for one year. Thereafter he established himself, using the 
name “Terminal Barber Shop,” in Hoboken, N. J., but sold this 
shop and then worked in New York City for another for three 
years. In 1918 he opened a shop at Union Hill, N. J., and did 
business under the name of “Terminal Barber Shop” for two and 
a half years. In 1921 he sold out his business and in 1923 again 
embarked in business as the “Terminal Barber Shop” at Union 
Hill, N. J. He conducted this shop for about two years and was 
forced to vacate the premises because, as he says, of a leaky condi- 
tion in the cellar. He opened across the street as the “Terminal 
Barber Shop” and in 1926 opened his first ladies’ hair-dressing 
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establishment as the “Terminal Beauty Parlor’ at Union City, 
N. J. Thereafter in 1927 he became associated with Zoberg. In 
January, 1928, after the commencement of this suit, they formed 
a corporation and transferred to it the business of the co-partner- 
ship consisting of four beauty parlors and one barber shop in New 
Jersey. There is evidence of confusion in the trade, both of cus- 
tomers and sellers of barbers’ supplies. When the defendants 
opened their shop in New York some of the bills for construction 
work were sent to the plaintiff. The defendant Lenneper explains 
the original use of “Terminal” by saying that when he opened his 
first New York shop, a plumber suggested the name because it was 
a term known in the plumbing business. This is contradicted by 
an affidavit of an experienced plumber. 

The district judge granted an injunction but confined its 
restraining provisions to New York State and denied the prayer 
for injunctive relief in the State of New Jersey. As to New Jersey, 
it is apparent to us that the facts present the plaintiff and defend- 
ants competing under the same name in the same market. Newark 
is but seven miles from Jersey City and Union Hill, and West 
New York three to four miles. A tunnel connects Jersey City 
with the Hudson Terminal Building and the time of transportation 
is but three minutes. Jersey City in time, is nearer to the plain- 
tiff’s downtown shops than 42nd Street, New York. The uptown 
terminal of the Hudson tubes is in close proximity to the estab- 
lishment of the plaintiff at the Pennsylvania Hotel. New York 
City newspapers have a large circulation in New Jersey and thus 
the plaintiff's advertisements are furnished to New Jersey patrons. 
New Jersey is a part of the New York retail market and the 
geographical or state line in no way interferes with this conclu- 
sion. The plaintiff has carried on a continuous campaign of adver- 
tising directed to the patronage of residents of New Jersey. The 
record establishes that the plaintiff has a very substantial business 
in New Jersey, both in its barber shops and ladies’ hair-dressing 
establishments. Records were kept of women securing hair treat- 
ment and from such records one-third of the customers of the 
ladies’ hair-dressing establishments gave New Jersey as their 
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residence. It is clearly shown that patrons come from all parts 
of New Jersey to the plaintiff's establishment. The defendants 
carrying on their business in New Jersey in such close proximity 
to New York, using the name “Terminal” have come into sharp 
competition with the plaintiff and are endeavoring to capture not 
alone the plaintiff's established business, but the business promised 
to it by normal expansion. As stated, the defendant Lenneper 
several times ceased using the term “Terminal” when he closed 
his shop. The plaintiff has constantly extended the use of its name 
within the territory where the defendants are now carrying on 
business and there was extensive knowledge of plaintiff's name 
and what it stood for in the matter of efficient service in the field 
where the defendants subsequently came to establish themselves. 
As a subsequent user of the name, endeavoring to take the benefit 
of the reputation of the plaintiff's goods in this way or to forestall 
the extension of its trade, they committed an injury for which 
equity will afford injunctive relief, even though the trade-mark has 
not been registered under the statute. The defendants are unques- 
tionably attempting to benefit by the reputation of the plaintiff. 
In Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 316 
[6 T. M. Rep. 149], the Supreme Court said that “since it is the 
trade, and not the mark, that is to be protected, the trade-mark 
acknowledges no territorial boundaries of municipalities or states 
or nations, but extends to every market where the trader’s goods 
have become known and identified by his use of the mark” and 
further that where two parties independently are employing the 
same mark upon goods of the same class, in separate markets one 
wholly remote from the other, prior appropriation is immaterial 
unless it appears that the second adoptor has selected the mark 
with the same design inimical to the interest of the first user so 
as to take the benefit of his reputation for his goods or to forestall 
the expansion of his trade. Whether the name of a corporation 
be recorded as a trade-mark or trade-name or both, the law affords 
protection against its appropriation where the general purpose 
thereof is to obtain a competitor’s business which he has established 
or which might be justly in the field of the expansion of his busi- 
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ness. (Amer. Steel Foundries v. Robertson, 269 U. S. 372 [16 
T. M. Rep. 51].) In Sweet Siateen Co. v. Sweet “16” Shop, Inc., 
15 Fed. (2) 920 [17 T. M. Rep. 71], the plaintiff had established 
its business for women’s retail clothing under the name “Sweet 
Sixteen Co.” with shops in San Francisco, Los Angeles, Portland 
and Seattle. The defendant incorporated under the laws of Utah 
and began planning the establishment of a store in Salt Lake City 
using a similar name “Sweet ‘16’ Shop.” The argument was there 
advanced that the defendant had started in a distant city, but the 
court held that although the plaintiff had no shop in Utah, it 
should be protected by injunction against the use by defendant of 
its name. In Buckspan v. Hudson Bay Co., 22 Fed. (2) 721 [18 
T. M. Rep. 4], an injunction was granted against the name of “Hud- 
son Bay Fur Co.” by a firm in Dallas, Tex., where the plaintiff had 
no place of business and where the defendant was engaged in the 
sale of manufactured furs and fur garments, whereas the plaintiff, 
which had been in existence since 1670, had established a world 
business with a valuable good-will and having periodical sales in 
London which were attended by buyers from the United States and 
where the plairtiff dealt in raw furs. The defendant had been in 
business for more than ten years, but the court held that the trade- 
name having a deceptive similarity to that of the plaintiff, enabled 
the defendant to sell furs as those of the plaintiff, thereby deceiving 
the public. The plaintiff had no place of business in the United 
States but had a market here. In the case under consideration, 
the plaintiff had no place of business in New Jersey but had 
patrons and a good-will established there. See also: Rice & 
Hutchins v. Vera Shoe Co., 290 Fed. 124 [13 T. M. Rep. 389]; 
Hub Clothing Co. v. Cohen, 270 Pa. 487 [11 T. M. Rep. 221]; 
British-American Tobacco Co. v. British-American Cigar Stores 
Co., 211 Fed. 983 [4 T. M. Rep. 293]. 

United Drug Co. v. Rectanus Co., 248 U. S. 90 [9 T. M. 
Rep. 1], relied upon by the court below in denying part of the 
relief asked, is distinguishable. The decision there was grounded 
upon the fact that the plaintiff's assignor had never either by 
sales agency or by advertising made any attempt to make her 
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product or its name known outside of the New England States and 
had never made any effort to extend her trade to Kentucky where 
the defendant carried on a valuable trade under the name of “Rex” 
for many years before the plaintiff first attempted, with full knowl- 
edge of the defendant’s activities, to extend her business into that 
State. 

It is argued that because the defendants formed a New Jersey 
corporation in January, 1928, that it is an indispensable party and 
the plaintiff must proceed in the New Jersey courts to obtain 
relief against it. The defendants have turned over their business 
to the New Jersey corporation and are its principal stockholders 
and officers. Some of the stock is not held in their name but held 
for them. If they continued doing business as a corporation, they 
would be active in the unfair competition and continue in the com- 
mission of wrong against the plaintiff. Their continuance as 
officers and interested stockholders in the new corporation makes 
them, for all practical purposes, the corporation, managing and 
controlling its affairs as if it were still a partnership. They may 
not pirate plaintiff's business in New York or New Jersey using 
the word “Terminal” without being personally responsible. To 
permit it would be to allow the corporation to be a successful cover 
for interested individuals. General El. Co. v. Alexander, 280 Fed. 
852; Sarlehner v. Eisner, 147 Fed. 189; Natl. Cash Register Co. 
v. Leland, 94 Fed. 502; Poppenhusen v. Falke, Fed. Cases 11,279 
So. Dist. N. Y. 

“An executive officer of a corporation cannot shield himself 
behind an artificial and sometimes irresponsible creation for the 
consequences of his own acts, even though performed in the name 
of the artificial body.” Hitchcock v. Amer. Plate Glass Co., 259 
Fed. 948. No relief is sought here against the New Jersey cor- 
poration and an injunction against the defendants only is asked. 
After twenty years of industry and erudition and the expenditure 
of large sums of money, plaintiff has established an extensive and 
valuable good-will using the mark ‘Terminal’ throughout this 
period of years. It has become so well defined and associated with 
the plaintiff's business that to permit another to use the word 
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“Terminal” would be a serious and constant injury to the plaintiff's 
business and must be prohibited. The harm done is irreparable and 
the plaintiff must be protected in the time intervening between its 
application for a preliminary injunction and final hearing. The 
decree will be modified so as to enjoin the defendant’s use of the 
word “Terminal” alone or in combination with other words, as a 
trade-name under which they shall conduct their business in both 
New Jersey and New York. 
Decree modified accordingly. 


Cuar.es S. Merton & Co. v. Percy Merron, Inc. 
(143 Atl. Rep. 515) 


Court of Chancery of New Jersey 
October 30, 1928 


Unram Competition—Personat Names. 

A brother of the founder of the plaintiff’s business after acting 
as the plaintiff's manager and learning the business of selling hats 
and caps under the name Merton, is rightly enjoined from using the 
name “Merton” in a similar business, except in connection with the 
phrase, “Not connected with Charles S. Merton & Co.” 


In equity, on final hearing. Preliminary injunction made 
permanent. 


Stanton T. Lawrence, of Rutherford, N. J., for complainant. 
Mackay & Mackay, of Hackensack, N. J., and Weinberger 
§ Weinberger, of Passaic, N. J., for defendant. 


Lewis, Vice-Chancellor: In 1901 Charles S. Merton estab- 
lished a hat and cap business, and at that time adopted the word 
“Merton” as a trade-name. In 1905 the business was incorporated 
under the name of Charles S. Merton & Co., and that corporation 
is the present complainant in this suit. The trade-name of ‘Mer- 
ton” has been featured in the business from the beginning down 
to the present time. In the quarter of a century or more that has 
intervened, the business has grown from a basis of about $6,000 
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for the first year, to approximately $400,000 per year at this time; 
and complainant now has a corps of salesmen covering all parts of 
the country. During all this period Charles S. Merton, the founder 
of the business, has been the guiding spirit, and has directed and 
controlled its affairs. In 1910 complainant and its successors were 
granted a trade-mark for hats and caps by the United States 
authorities, in which the original featuring of the name “Merton” 
was carried out, and is the paramount factor. In 1916 complainant 
incorporated in the State of New Jersey and acquired the business, 
good-will, trade-marks, and assets of its predecessor (incorporated 
in 1905), which was a corporation of the State of New York. It 
has since conducted its business as a corporation of this State, 
and asserts that it has built up a high and enviable reputation 
among the merchants and purchasing public, so that the name 
“Merton,” as used in connection with hats and caps, has come to 
be understood by the public as signifying the goods of the com- 
plainant. Several witnesses, who are nationally prominent in the 
hat and cap trade, also testified that complainant is widely known 
as a manufacturer of cloth headwear of the highest standard of 
quality. Complainant contends, therefore, that the name “Merton” 
has acquired a fixed and widespread secondary meaning in relation 
to hats and caps, in the same manner as the names “Knox,” “Dun- 
lap” and “Stetson.” 

In 1907 Percy Merton, a younger brother of Charles S. Mer- 
ton, was given employment in the business as an office boy, and 
later advanced to a position of salesman. A few years later he 
became a stockholder and director in the corporation of Charles S. 
Merton & Co., continuing in that relation until 1924. Percy 
Merton became intimately acquainted with the business methods 
and policies of the complainant, and with its customers; and in 
the latter part of his connection with complainant he was its sales 
manager, and had full and complete access to its files and business 
transactions. In 1922 Percy organized the defendant company, 
“Percy Merton, Incorporated,” in the State of New York. In 1924 
his interest in the complainant company was acquired by Charles S. 
Merton and other stockholders. His income from the complainant 
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company approximated $9,000 per annum. After severing his 
relations with the complainant company, Percy associated himself 
with Messrs. Levy and Brankin in the manufacture of hats and 
caps at Park Ridge, N. J.; and, as complainant asserts, imitated 
complainant and complainant’s goods in every way, conducting 
business under the name of “Percy Merton, Incorporated.” 

Complainant contends that through defendant’s use of the 
name “Merton” it was enabled to palm off its goods as the goods 
of the complainant, to the extent of $56,000 in about one year’s 
business. Complainant further contends that the parties to this 
suit are the only Mertons manufacturing identically the same mer- 
chandise; and that they are wholly competitive; that the com- 
plainant is the pioneer, and is the school in which Percy Merton 
served his apprenticeship, received his training, and from which 
he derived all of the secrets of complainant’s business; and that 
his alliance with Levy and Brankin, in the corporation which 
assumed Percy Merton’s name as its title, is obviously for the 
purpose of deceiving and misleading the public in the purchase 
of defendant’s goods as the product of complainant. The defendant 
naturally seeks to justify its position as not interfering with the 
business of complainant as indicated, and resists the application 
of complainant to enjoin it as prayed in the bill of complaint. On 
the application for preliminary restraint an order was made by this 
court on February 15, 1926, which provided that— 


“The defendant and its agents and servants be, and they are hereby 
enjoined, and commanded henceforth, and until the further order of this 
court from continuing the use of the word or name ‘Merton’ in its cor- 
porate name or title, or in connection with its manufacturing or selling; 
and that if the said defendant desires to do business under the said name, 
that it shall cause to be stamped upon all of its merchandise or adver- 
tising by postal, placard, circular, card, letter or other writing, or, by its 
labels, trade-mark, or other medium, featuring the name or word ‘Merton,’ 
the words ‘Not connected with Charles S. Merton & Co.” 


In my judgment, the preliminary restraint should be made 
permanent, and I will advise a decree accordingly. 
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Tecia CorPORATION ET AL. Vv. SALON Tectia, Lp. 
(249 N. Y. S. 157) 


Court of Appeals of New York 
July 19, 1928 


Unrar Competition—Trapve-Name—“TEcta.” 

The use by defendant of the peculiar script long employed by 
plaintiff in displaying its name “Tecla” is calculated to emphasize 
unduly the similarity of names to the confusion of the public. Use of 
script enjoined. 

In equity. Appeal from an order of the Appellate Division, 
reversing a judgment in favor of defendant. Modified and affirmed. 
For opinion below, see 18 T. M. Rep. 228. 


Milton R. Weinberger, William Klein, Albert T. Scharps and 
Jerome Weinstein, all of New York City, for appellants. 

Neil P. Cullom, James E. Freehill and Henry W. Steingarten, 
all of New York City, for respondent. 


Per Curiam. The use by the defendant of the peculiar and 
characteristic script which the plaintiff had long employed for the 
display of its name is calculated to emphasize unduly the similarity 
of names and forcibly to suggest to the public identity of origin 
or management. The judgment of the Appellate Division (223 
App. Div. 17, 227 N. Y. S. 277) should be modified, to the extent 
that defendant is enjoined from writing or printing the word 
“Tecla” upon any signs, cards, stationery, or advertising matter 
in the peculiar and characteristic script used by the plaintiff, and, 
as modified, affirmed, with costs to the plaintiff in the Appellate 
Division and in this court. Judgment accordingly. 


Carvozo, C. J., and Pounp, ANprews, Leuman, KELLOGG, 
and O’Brien, JJ., concur. 
Crane, J., not sitting. 
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Lona’s Hat Stores Corporation v. Lona’s Ciorues, Inc. 
New York Supreme Court, Appellate Division, First Department 
October Term, 1928 


Unrair CompetTitioN—ExtTent oF Protection. 

In a suit to enjoin unfair use of its trade-name, plaintiff is not 
only entitled to protection with respect to the goods it presently 
sells, but to protection against deception that will cause the public 
to believe it is in fact selling the plaintiff’s goods. 

Unrarr Competition—Prorer Name. 

The adoption by defendant of the name “Long’s” in its corporate 
name, “Long’s Clothes, Inc.,” after the plaintiff had been for years 
carrying on a hat and haberdashery business under the name “Long’s 
Hat Stores Corporation,” is unfair competition, although plaintiff has, 
for the present at least, ceased to handle clothing. 

In equity. Appeal from an order of the Supreme Court, New 
York County, as resettled, denying plaintiff's motion for a prelimi- 


nary injunction. Reversed. 


Briesen § Schrenk (Thomas McErlean, of counsel), for appel- 
lant. 

Strongin § Hertz (Milton Hertz, of counsel, A. Berton Reed 
with him on the brief), all of New York City, for re- 
spondent. 


Before Victor J. Dow.1na, P. J.. Epwarp R. Fincu, Joun 
V. McAvoy, Francis Martin, Joseru M. Proskauer, JJ. 


Proskauer, J.: Since 1905 the plaintiff has conducted a busi- 
ness of selling at retail hats and haberdashery and at times cloth- 
ing. During this time it has built up and now possesses a very 
valuable trade-name and good will. It has temporarily discon- 
tinued the sale of clothing, but declares an intention to resume 
that branch of its business. It has a number of retail stores to 
which customers are attracted by the name “Long’s.” In July, 
1927, one Louis Goldberg, who had been engaged in the retail 
clothing business, caused the defendant to be incorporated under 
the name of “Long’s Clothes, Inc.,” and since then this corpora- 
tion has been maintaining a retail clothing shop under its corporate 
name. It is noteworthy that no one possessing the name of Long 
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is in any way connected with the defendant corporation and that 

in choosing its corporate name it adopted the identical possessive 

form, “‘Long’s,” which appears in plaintiff's corporate title. The 

defendant offers no explanation for this remarkable coincidence. 

The conclusion is irresistible that the defendant is seeking to get 

| the advantage of the trade-name and reputation of the plaintiff. 

. The court at Special Term has denied plaintiff's applica- 

tion for a temporary injunction restraining this unfair competition. 

| The defendant resists injunctive relief substantially on the ground 

, | that it sells a different class of merchandise from that sold by the 

| plaintiff. Plaintiff, however, is entitled to be protected not only 

| from direct competition, but from any injury which might result 

to it from the deception of the public through the unauthorized 

use of its trade-name, or a trade-name which would lead the public 

to believe that it was in some way connected with plaintiff. Thus, 

in Vogue Co. v. Thompson-Hudson Co. (300 Fed. 509) [15 T. M. 

- | Rep. 1], the Circuit Court of Appeals enjoined a hat manufac- 

turer from selling hats under a trade-mark or label which bore a 

1 device that was the trade-mark of a magazine known as “Vogue.” 
- Denison, C. J., writes (512): 


“There is no fetish in the word ‘competition.’ The invocation of 
equity rests more vitally upon the unfairness. If B represents that his 
q goods are made by A, and if damage therefrom to A is to be seen, we 
are aware of no consideration which makes it controlling whether this 
damage to A will come from market competition with some article which 

A is then manufacturing or will come in some other way.” 


In this case the plaintiff is damaged because the articles sold 
by the defendant are so closely related to those presently sold by 


“though different in species, the question whether they are so 


i 
: | the plaintiff and so identical with those which the plaintiff has sold 
e and intends to sell in the future, that there is direct appropriation 
. | of the plaintiff's good will. In the enjoyment of its trade-name 
', | the plaintiff is to be protected not only with respect to the mer- 
| | chandise it presently sells, but also with respect to that which the 
- ) public would believe, through the deception practiced by the de- 
™ ) fendant, that the plaintiff was selling. When a trade-mark has 
e | been used by the owner and by another on goods of the same class, 

} 

) 
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closely related—so near akin—as to be regarded as having the 
same descriptive properties arises.” (Hilson Co. v. Foster, 80 Fed. 
896, 897.) 

On the showing that the two classes of merchandise involved 
are of the same general description, injunctions have been uni- 
formly issued to protect the plaintiff's trade-mark and good will 
(Rogers v. Majestic Products Corp., 28 Fed., 2nd Series, 219 [18 
T. M. Rep. 120]; Macy v. Carter, 12 Fed., 2nd Series, 190 [16 
T. M. Rep. 227]; Kassman § Kessner, Inc. v. Rosenberg Bros. Co., 
10 Fed., 2nd Series, 904 [16 T. M. Rep. 181]; Rosenberg Bros. v. 
Elliott, 7 Fed., 2nd Series, 962 [15 T. M. Rep. 479]; Akron Co. v. 
Willys Co., 278 Fed. 674 [11 T. M. Rep. 281]; Aunt Jemima Mills 
Co. v. Rigney & Co., 247 Fed. 407 [8 T. M. Rep. 163]; Peninsular 
Co. v. Levinson, 247 Fed. 658 [8 T. M. Rep. 171]; Kinsley v. 
Jacoby, 28 Abb. N. C. 451; Walter v. Ashton (1902), 2 Ch. 282; 
and cf. Simplex Automobile Co. v. Kahnweiler, 162 App. Div. 480 
[4 T. M. Rep. 353]). 

The order appealed from should be reversed with $10 costs 


and disbursements and the motion granted. All concur. 


WETZEL v. CLISE ET AL. 
(268 Pac. Rep. 161) 


Supreme Court, Washington 
June 13, 1928 


Union Laser—Ruicnt To Use. 

A laundry which obtained by contract with a labor union the 
privilege of using the label of the Laundry Workers’ International 
Union during the term of the agreement may be enjoined from con- 
tinuing the use of that label after the expiration of the contract. 

Union Lasexr—Insuncrion—Rient to Use Up Stock 1n Hann. 

A laundry which has obtained by contract the right to use a union 
label and has agreed at the termination of the contract to surrender 
all claims to the further use of the label, does not retain the right 
after the termination of the contract to use up slips previously printed 
bearing the label but must discontinue such use at once, and is properly 
required so to do by injunction. 
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Union Laset—Extent oF Revier Acarnst Unavutnorizep Use. 

When a laundry has been enjoined under the circumstances above 
indicated from further distributing laundry and slips previously dis- 
tributed bearing this label come into the possession of the laundry, 
being sent in by customers with their laundry, the injunction requires 
that such slips have the union label obliterated before they are again 
returned to the customer with the finished laundry. 

In equity. Action to restrain use of union label. Judgment 


for plaintiff, and defendants appeal. Affirmed. 


Guy E. Kelly and Thomas MacMahon, both of Tacoma, Wash., 
for appellants. 
L. B. Sulgrove, of Tacoma, Wash., for respondent. 


AskreN, J.: This appeal is from a permanent injunction re- 
straining the defendants from the use of a union label upon laundry 
slips. Certain of the defendants are owners of the Quality Laundry 
in the city of Tacoma; certain others are laundry drivers employed 
by the Quality Laundry; and certain others are what may be 
termed laundry contractors— i. e., men who own their own cars 
and laundry routes and contract with the Quality Laundry for the 
doing of the work. 

For some time prior to August 3, 1925, the Quality Laundry 
had been operating as a union laundry. On that date a new con- 
tract with the local laundry union was entered into for the follow- 
ing year. The material parts of the contract necessary to be 
noticed in disposing of this case are: 


“Article VII. 


“That in consideration of the signing and carrying out of this agree- 
ment, the employer is granted the privilege of using the union label or 
stamp of the Laundry Workers’ International Union during the life of 
this agreement, with the understanding that in the event that this agree- 
ment is terminated, all label cuts or stamps furnished shall be returned 
without cost to the union and all claims to their further use surrendered. 
This agreement shall remain in force and effect from the date of signing 
until the Ist day of June, 1926, and for thirty (30) days thereafter; dur- 
ing said thirty (30) days either party to this agreement may serve notice 
upon the other of their desire to have the same changed. In the event 
that neither party expresses any desire to have this contract changed 
during the period above mentioned, it shall then continue in effect until 
the Ist day of June, 1927.” 


The contract was extended by mutual agreement of the parties 
until June 1, 1927. Unable to reach any agreement for a new 
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contract at the expiration of the old one, a strike was called by 
the union, and since June 1, 1927, the Quality Laundry has 
operated without any agreement with the union. 

During the time the contract was in force the laundry used 
what is called the union label upon the laundry slips furnished to 
its customers, drivers, and the defendants, which we have referred 
to as contractors, who in turn used them for their own customers. 
At the time the agreement between the parties was terminated 
the laundry had on hand several thousand of these slips bearing 
the union label. Many of these had been distributed and were in 
use in the laundry wagons, and some, perhaps, in the hands of 
customers. The union label cuts were redelivered to the union 
upon demand, but the laundry. claimed the right to continue the 
use of the slips bearing the label until they had been used up. 
They collected in, however, many of the unused slips, and all new 
ones printed thereafter bore no union label. 

It was to restrain the use of any of the slips bearing the label 
that this action was instituted. The evidence disclosed that some 
of these slips were still being used, although we think it established 
that the laundry was not of its own volition distributing any of 
them. After a full hearing the Court issued its permanent injunc- 
tion, the material portion of which is: 


“It is ordered, adjudged, and decreed, and this does order, adjudge, 
and decree, that the defendants be and they hereby are enjoined and 
restrained from distributing laundry slips in the conduct of their business, 
bearing the label of the Laundry Workers’ International Union No. 42, 
or without first blotting out or obliterating the said label before allowing 
the same to leave the defendants’ possession.” 

It will be seen that the Court by its injunction has restrained 
the appellants from distributing slips, but has not required that 
such slips as are now distributed and liable to fall into the hands 
of those desiring laundry service and which bear the union label 
shall be collected. It also requires that when and as they are used 
by such persons in sending laundry to the appellants they shall 
have the label stricken from them before they are returned. It 
is plain that the purpose of such an order is to prevent the appel- 
lants from delivering finished laundry with a slip thereon indicat- 
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ing that the work has been done by a laundry working under an 
agreement with the union. It is equally apparent that the injunc- 
tion is mild in character and clearly just between the parties if 
the Court had a right to restrain the continued use of the slips. 

Appellants urge that the Court should not have provided 
against the distributing of these slips because there was no evidence 
that after the agreement had terminated there had been any slips 
distributed. In connection with this point it should be borne in 
mind that the trial court assessed no costs against the appellants 
and that no harm can come to them because they are so restrained. 
The evidence showed that a large number of slips bearing the union 
label had been collected by the appellants. It is admitted that 
if they have no right to return the union label slips to customers 
without striking the union label therefrom it follows that they 
cannot rightfully distribute them in the first place. We conclude 
that no error can arise by the insertion of this portion of the 
restraining order. 

It seems to us that the Court has enjoined the use of the 
label in conformity with the contract entered into by the parties. 
It will be noticed that the agreement provides that the employer 
was granted the privilege of using the label, but with the under- 
standing that when the contract was terminated “all labels, cuts 
or stamps furnished shall be returned without cost to the union and 
all claims to their further use surrendered.” 

Appellants have sought in this court to limit the meaning of 
the word “use,” contending that the label cut has been returned 
to the respondents, and that appellants have not made physical 
use of it for the purpose of printing any new matter since the 
agreement terminated. They urge that they have therefore 
made no use of the label cut within the clear meaning of this 
provision of the agreement. But we think it would do violence to 
the intent of the parties to so limit these words. The purpose of 
this provision, is of course, well known to every one. Those em- 


ployers who operate under an agreement with the union usually 
consider that certain benefits flow therefrom, not the least of which 
is the privilege of advertising that fact and thereby gain patronage 
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from those who prefer to deal with employers whose workers be- 
long to the union. The label cut, so far as the physical properties 
in it are concerned, is of no value to the employer unless he can 
place its imprint upon his advertising matter and stationery. The 
“use” he contracts for is not the physical possession alone, but the 
right to circulate its facsimile to the world as he sees advantageous 
to himself. If that is the measure of the right he contracts for 
and is entitled to have awarded to him under his contract, it fol- 
lows that it must be the measure of the right he forfeits when his 
contract is terminated. 

Error is urged upon the ground that there was a material 
variance between the complaint, proof, and decree. Tersely stated, 
the point appellants make is this: The plaintiff brought this suit 
as secretary and business agent of the Laundry Workers’ Union, 
Local No. 42. The label bears the words: “Laundry Workers’ 
International Union, Harry L. Morrison, Gen. Sec., No. 42—Reg- 
istered.” 

The fact that one is marked as an International Union and the 
other as a local is said to show that any rights to the use of the 
label belongs to the International and not to the local. An ex- 
amination of the evidence, however, discloses that the plaintiff local 
belongs to the International and is a local chapter thereof; that 
it received the label cut in question from the International for the 
specific kind of use made of it under the agreement between the 
parties ; that the correct technical name of respondent’s local would 
be “Laundry Workers’ International Union, Local No. 42,” and 
that the label cut had been registered in Washington, D. C., by 
the International Union in 1915, and by the local in the secretary 
of state’s office at Olympia in August, 1927, prior to the institution 
of this suit, conformably to Rem. Comp. Stats. § 11589. These 
facts clearly show the authority to use the label cut, to contract 
for its use with the appellants, and to maintain an action for its 
misuse. See Rem. Comp. Stats. § 11541. There is no material 


variance, nor were appellants misled in any way by the technical 
difference in the names. 
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Error is predicated upon the refusal of the Court to grant a 
new trial after announcement of its oral decision. Admission is 
made that the trial court, under our oft-repeated rule, was entitled 
to exercise its discretion in determining whether the case should 
be reopened for further testimony. The matter sought to be shown 
was that a previous agreement between the same parties had con- 
tained a provision that the appellants should “use no printed matter 
bearing this label” after the expiration of the contract. The 
absence of such words in the present contract might have much 
bearing upon the right to use the laundry slips in question were we 
to think that the clause in the present contract ambiguous or re- 
strictive. But we think the meaning so clear that the provisions 
of the prior contract would not be helpful in determining the mat- 
ter. Certainly there was no abuse of discretion in refusing to 
reopen the controversy. 

Some other points are urged, but we deem them not requiring 
discussion in this opinion. 

Judgment affirmed. 


Fuiierton, C. J., and Marin, Ho tcoms, and Beats, JJ., 
concur. 


Crover Lear Datry Co. et aL. v. VAN GERVEN ET AL. 
(269 Pac. Rep. 1020) 


Supreme Court of Utah 
July 18, 1928 


Trape-Names—Unrair Competirion—MaArkep Bort tes. 

Plaintiffs, an association of milk dealers, sold their products in 
bottles bearing their individual trade-names blown into the glass and 
delivered same in return for the same number of empty bottles left 
out by the customer. Members of plaintiffs’ association were accus- 
tomed to accept in lieu of bottles bearing their individual names those 
bearing the names of other members or the unmarked bottles of defend- 
ants. Held, that they could not complain of any confusion or injury 
that might result from the fact that defendants bought plaintiffs’ 
bottles from junk dealers and used them indiscriminately in their 

business. 
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Trape-Names—Unrair Competition—Basis or Insury. 

To lay the foundation for the protection of their trade-names 
blown upon their bottles, it is incumbent upon plaintiffs to contract 
with their customers to return the bottles so marked and hold the 
customers responsible for their failure to do so. 

In equity. Appeal from judgment in favor of plaintiffs. 
Reversed and remanded. Complaint dismissed. 


F. W. James, of Salt Lake City, Utah, for appellants. 
Stewart, Alexander §& Budge, of Salt Lake City, Utah, for 


respondents. 


TuurMan, C. J.: This is an action in equity instituted by 
several distinct and independent dairy companies, sellers and dis- 
tributors of milk and cream, in Salt Lake City and vicinity, to 
restrain the defendants from using certain milk and cream bottles, 
milk cans, and carrying cases, of which plaintiffs allege they are 
the owners. The facts hereinafter stated, concerning which there 
is no substantial dispute, render it unnecessary to make a separate 
statement of the pleadings. 

Before commencing this action the plaintiffs instituted several 
actions in replevin against the defendants to recover such bottles 
and milk equipment as were then in the immediate possession of 
the defendants. Redelivery bonds were given by the defendants, 
and it is alleged in the complaint herein that defendants by such 
means retain possession of such business as milk distributors in 
the same territory in which the plaintiffs are carrying on their busi- 
ness. The case at bar was tried to the court without a jury. Find- 
ings were made in favor of the plaintiffs, and a decree entered 
thereon for the relief prayed for in the complaint. Defendants 
appeal to this court for a reversal of the judgment. 

The uncontradicted evidence shows that plaintiffs, eight in 
number, are engaged in the business of selling and distributing 
milk and cream in Salt Lake City and vicinity, and that some of 
them have been so engaged ever since 1912. Others commenced 
business at a later date. Each one is a separate and independent 
company, but they have joined as plaintiffs herein for the purpose 
of this action. Each of the plaintiffs in the course of its business 
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has purchased bottles directly from the manufacturer thereof, and 
caused its trade-mark and insignia to be blown on the bottles. None 
of said bottles so marked has ever been sold or disposed of by 
plaintiffs to any dairy company or seller of milk or cream. Each 
of the plaintiffs has had occasion in the course of its business to 
purchase plain or unmarked bottles, as necessity demanded, and 
use such bottles in carrying on its business. In addition to the 
trade-mark or insignia blown on the bottles, each of the plaintiffs 
use a paper cap, which serves as a stopper for the bottles, and 
also has printed thereon the name of the plaintiff distributing the 
milk. The label printed on the stopper of the bottles has been the 
means by which the customer identifies the company distributing 
the milk. The name or insignia on the stopper does not always 
correspond with the trade-mark or insignia blown on the bottle. 

The method adopted by each of the plaintiffs in distributing 
milk or cream to families or persons residing in residences or apart- 
ments has been to leave the bottles filled with the product on the 
back porch or doorstep of the customer, and take up the empty 
bottles left there by the customer. The number and kind of bottles 
so found by the distributor indicates the quantity and kind of the 
product wanted, unless accompanied by a special order. If no 
empties are furnished by the customer, it is an indication that no 
milk or cream is wanted. Where no empties have been furnished 
by the customer, should he desire milk or cream, the custom down 
to a recent date has been to require of the customer a deposit of 
10 cents for each bottle, for which the distributor issues a ticket, 
guaranteeing to the customer a repayment of the same amount when 
he presents the ticket and a bottle fit for use. Any milk or cream 
bottle, whether marked with the trade-mark of any plaintiff, or 
plain or unmarked, will be accepted by the plaintiff and the money 
refunded, when the holder of the ticket returns a bottle or the 
number of bottles for, or on account of which, the ticket was issued. 
The plaintiffs have an agreement among themselves that each of 
them will accept a bottle or bottles with the trade-mark of any 
other plaintiff blown thereon, the same as if it were the trade-mark 
of the plaintiff distributing the milk. 
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The defendants are also sellers and distributors of milk and 
cream in the same territory in which plaintiffs carry on their busi- 
ness. The defendants are three in number, and it appears from 
the evidence that there are numerous other sellers and distributors 
of milk and cream in Salt Lake City and county, other than plain- 
tiffs and defendants. Neither of the defendants has a trade-mark 
of its own, but all of them use paper caps with their names thereon. 
All of them claim to have purchased the bottles they use from 
local dealers, dairy companies, secondhand and junk dealers, gro- 
cers, and from any other source in the community where such 
bottles were for sale. The evidence is conclusive to the effect that, 
ever since plaintiffs put their trade-marked bottles into circulation 
in their business, they have each taken in exchange for their prod- 
uct any kind of milk or cream bottle fit for use, whether marked 
with the trade-mark of such plaintiff, or either of the plain- 
tiffs, or whether marked at all. The witnesses for each of 
the plaintiffs testified that no request had ever been made to 
the customer to return the particular bottle delivered to him, 
or a bottle marked with the trade-mark of any of the plain- 
tiffs. All they were concerned about was to see that they received 
in return a good milk or cream bottle fit for use in the business. 
None of the plaintiffs’ witnesses claimed to know how many empty 
bottles they had received that may have been purchased by the de- 
fendants, nor how many of their bottles were in circulation for 
which the plaintiffs had received 10 cents, and which amount had 
never been redeemed by the customer. There is evidence also to 
the effect that 10 cents was more than the bottle cost, and that a 
failure to redeem the deposit by a return of a bottle inured to 
the advantage of the distributor. 


Plaintiffs claim to have been injured by the custom in vogue 
in various ways, as follows: (a) It causes plaintiffs great expense 
in having to purchase additional equipment in carrying on the busi- 
ness; (b) the use of plaintiffs’ bottles by defendants produces con- 
fusion in the trade generally, and particularly among the customers 
of the several plaintiffs, as the insignia or trade-mark on the bottles 
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causes said customer to believe that the milk or cream is being fur- 
nished by the plaintiff whose trade-mark is on the bottle, and that 
thereby several of the plaintiffs are deprived of the trade and busi- 
ness of such customers, which said plaintiffs are entitled to enjoy, 
and which said customers intend plaintiffs should have. It is also 
alleged by plaintiffs that the milk they produce and sell is of a 
superior quality, and that the sale of an inferior quality in their 
trade-marked bottles is an injury to their reputation. 

There are two answers to this last contention: (1) As we 
have already stated, the evidence shows quite conclusively that the 
customer looks to the label on the paper cap used as a stopper 
to determine who has distributed the milk, and not to the trade- 
mark blown on the bottle. There is no evidence that any distri- 
butor ever interferes with the cap on the bottle. (2) There is no 
evidence in the record, as we understand it, that the milk produced 
and sold by plaintiffs is of a superior quality to that produced and 
sold by the defendants, or other distributors. 

As to the other cause of injury above referred to: No doubt 
plaintiffs are put to great expense in having to purchase additional 
bottles to take the place of those that are lost in the business, but 
there is no direct evidence that defendants have caused such loss. 
There is some opinion expressed to the effect that defendants have 
not purchased sufficient bottles to supply the milk they are fur- 
nishing, but such evidence is vague, uncertain, and inconclusive. It 
may also be a fact that the method employed has at times caused 
some confusion, and perhaps injury, especially where a customer 
should compare the name or insignia on the paper cap with the 
trade-mark on the bottle; but the evidence as to such instances is 
very slight, and also vague, indefinite, and unsatisfactory. In any 
event, no such instance was connected up with the defendants, or 
any of them. It was merely a vague allusion, that could just as 
well have applied to any other distributor in the common territory. 

In addition to supplying homes and residences, as above de- 
scribed, both the plaintiffs and defendants supplied groceries, and 
perhaps other places of business. The method used in these cases 
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was to supply the product desired in bulk, and take in exchange 
the same number of empty bottles, without regard to trade-marks 
or other marks, or whether the bottles were marked at all. It was 
simply an indiscriminate exchange of milk bottles for milk bottles, 
without regard to marks or brands. Such appears to have been 
the method of conducting the business from the date of its com- 
mencement. Plaintiffs admit that, for all they know, some of the 
bottles they received in exchange were bottles which the defendants 
had purchased, and of which defendants were the owners. 

In these circumstances it may well be questioned whether the 
transactions considered as a whole, running through a period of 
several years, did not constitute a sale of the bottles, rather than 
a bailment, as contended by the plaintiffs. 3 R. C. L. p. 73. With- 
out deciding that question, however, let us consider the case from 
another angle. From a reasonably careful review of the entire 


record of the case, we cannot avoid the conclusion that the injuries 
of which the plaintiffs complain were primarily caused by their 


own careless and improvident manner of conducting their business. 
If in the beginning, when each of them secured its trade-marked 
bottles and commenced to use them, it had insisted upon its cus- 
tomers returning the same bottle, or one bearing the same trade- 
mark or insignia, and had held its customers responsible for so 
returning such bottles, the cause for this lawsuit would not have 
occurred. 

If the reply to this should be that their customers would not 
have stood for the imposition of such a burden, and that plaintiffs 
would thereby have lost their trade, the answer is that, in any 
event, some such system would have to be adopted in the future, 
even if we felt it our duty to grant the relief prayed for in this 
proceeding. Plaintiffs would be compelled to treat their trade- 
marks as if they had some special significance and some special 
value to the owners. It would not be in accord with the principles 
of equity to allow plaintiffs to put their trade-marked bottles into 
circulation, and exchange them indiscriminately for unmarked 
bottles, or bottles bearing the trade-mark of other companies, and 
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then afford the plaintiffs a remedy by restraining others from using 
their trade-marked bottles, without requiring them to account for 
the bottles they had received in exchange. 


Plaintiffs’ excuse in the instant case for not accounting for such 
bottles as they may have received, or now have, belonging to the 
defendants, is that, as defendants’ bottles are not trade-marked, 
plaintiffs have no means of knowing how many bottles, if any, 
they have belonging to the defendants, and insist that the burden 
was on the defendants to identify such bottles and prove their 
ownership. This the defendants cannot do. The burden of proof 
was on the plaintiffs to prove their case. They did not prove, and 
under the system adopted could not prove, that for every bottle 
of theirs which the defendants now have, or may have had, in the 
course of their business, plaintiffs have received in return a bottle 
belonging to one or the other of the defendants. This is the prin- 
cipal reason why it would be unjust and inequitable to grant the 
relief prayed for in this proceeding. 

But, as already foreshadowed in what has been said, plain- 
tiffs have in their own hands just as complete a remedy for the 
injuries complained of as a court of equity can afford them. They 
can commence now to do what we have suggested they should have 
done when they first put their trade-marked bottles in circulation. 
They can contract with their customers to return their trade-marked 
bottles or be responsible therefor. When they have once estab- 
lished that custom, their trade-mark will be of some value. It will 
be prima facie evidence of ownership, and the traffic in bottles 
bearing their trade-marks will either cease or be done at the peril 
of those who engage in the traffic. 

In view of the conclusion we have reached, and the basis for 
such conclusion, it is unnecessary to consider or pass upon other 
questions discussed at considerable length by counsel for the respec- 
tive parties. Some of the questions may have considerable merit, 
but we prefer to rest our decision upon the grounds above stated. 

As it does not appear that a new trial of the case could result 
in any different conclusion, it is ordered that the judgment of the 











576 EIGHTEEN TRADE-MARK REPORTER 


district court herein be reversed, and the cause remanded to said 
court, with directions to dismiss the action at respondents’ cost.* 


Cuerry, Straup, Hansen, and Gingeon, JJ., concur. 


Four Roses Propvucts Co., Four Roses Matt Extract Co., 
SuBstTITUTED v. SMALL GRAIN DIsSTILLING AND Drug Co. 


Court of Appeals of the District of Columbia 
December 3, 1928 


Trape-Marxs—Opposition—“Four Roses”—Goops or Same Descriptive 
PRopPERTIES. 
Whiskey held to be of the same descriptive properties as a malt 
syrup for beverage purposes. 
Same—Same—“Four Roses” ror Beveraces—Deceptive Use or Recistra- 
TIonN Norice. 
The use on appellant’s labels of the legend “Trade-Mark Reg. 
U.S. Pat. Off.” when the mark had not been registered was manifestly 
intended to convey the impression that the Patent Office had deter- 
mined the ownership of the mark, and would alone have justified the 
Office in refusing registration. 


Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 17 
T. M. Rep. 846. 


Chas. R. Allen, of Washington, D. C., for appellant. 
Ernest Wilkinson, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross and Van Orspet, 
Associate Justices. 


* Nore: Most states of the Union have special statutes for the protec- 
tion of bottles or other receptacles having trade-marks or trade-names 
prominently displayed thereon. For example, the law of New York since 
1887 has permitted the manufacturer or dealer using bottles thus marked 
to file claim of ownership with the Secretary of State and County Clerk, 
and publish a description of the mark so claimed. The use by any one 
else of a marked bottle, following the owner’s compliance with the statute, 
is made a misdemeanor, as is also the purchase, sale or dealing in bottles 
so marked. No similar statute seems to be in force in Utah.—Ep. 
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Ross, A. J.: Appeal from concurrent decisions of the Patent 
Office tribunals in a trade-mark opposition proceeding in which the 
mark “Four Roses’ was refused registration to appellant on the 
ground of conflict with appellee’s mark, which the Patent Office 
has found is used on goods of the same descriptive properties within 
the meaning of the trade-mark Act. 

The Patent Office has found on convincing evidence that 
appellee was the first to adopt the arbitrary trade-mark here in- 
volved. Since the adoption of the Eighteenth Amendment appellee 
has applied this mark to a high-grade whiskey which it has legiti- 
mately sold to the drug trade. On September 3, 1925, appellee 
applied for registration, which was subsequently granted. The 
mark is widely known and of great value. 

On December 26, 1925, appellant applied for registration 
of the same mark for use on “malt syrup for beverage purposes 
in Class 48: Malt beverages, extracts and liquors,’ alleging use 
since November 4 of the same year. The evidence discloses that 
appellant’s “malt syrup” is intended for and actually used in mak- 
ing a home brew with a greater alcoholic content than that allowed 
by law. 

We agree with the Patent Office that the goods of the respective 
parties are goods of the same descriptive properties within the 
meaning of the trade-mark Act. See John Sexton § Co. v. Schoen- 
hofen Co., 50 App. D. C. 363, 237 Fed. 327 [11 T. M. Rep. 411]; 
E-Z Waist Co. v. Reliance Mfg. Co., 52 App. D. C. 291, 286 Fed. 
461 [13 T. M. Rep. 96]; California Packing Corporation v. 
Halferty, 54 App. D. C. 88, 295 Fed. 229 [14 T. M. Rep. 281]; 
Di Santo v. Guarneri, 57 App. D. C. 89, 17 F. (2nd) 677 [17 T. 
M. Rep. 125]. 

The record discloses that appellant’s labels carrying the mark 
have borne the words “Trade-Mark Reg. U. S. Pat. Off.” The 
mark had not been registered, and of course appellant knew it had 
not been registered. That such a legend has some significance in 
the public mind is apparent. Manifestly, appellant intended to 
convey to the public the impression that the United States Patent 
Office had determined the question of the ownership of the mark. 
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In other words, that appellant was its owner and that any other 
user on goods of the same descriptive properties would be an in- 
fringer. 

In Levy v. Uri, 31 App. 441, this Court ruled that the Patent 
Office should not recognize a property right in a mark and grant 
it registration as a trade-mark, when the courts, upon the same 
facts, would decline to protect the mark if registered, basing its 
decision, in part, upon the decision of the Supreme Court of the 
United States in Worden § Co. v. California Fig Syrup Co., 187 
U. S. 528, wherein the court said: 


“When the owner of a trade-mark applies for an injunction to restrain 
the defendant from injuring his property by making false representations 
to the public, it is essential that the plaintiff should not in his trade- 
mark, or in his advertisements and business, be himself guilty of any 
false or misleading representation; that if the plaintiff makes any mate- 
rial false statement in connection with the property which he seeks to 
protect, he loses his right to claim the assistance of a court of equity; that 
where any symbol or label claimed as a trade-mark is so constructed or 
worded as to make or contain a distinct assertion which is false, no prop- 
erty can be claimed on it, or, in other words, the right to the exclusive 
use of it cannot be maintained.” 


In Holzapfel’s Co. v. Rahtjen’s Co., 183 U. S. 1, it was held 
that no right to a trade-mark which includes the word “patent’’ and 
which describes the article as “patented” can arise when there has 
been no patent. In Straus v. Notaseme Co., 240 U. S. 179, [6 
T. M. Rep. 1038], plaintiff's trade-mark, as registered, was a 
rectangle with a black band running from the left hand upper 
to the right hand lower corner, the upper and lower panels on 
the two sides of the band being printed in red. As used, it con- 
tained the word “Notaseme” in white script upon the black band, 
with the words “Trade-Mark” in small letters upon the white, 
and beneath the label was printed “Reg. U. S. Pat. Office.” In fact, 
registration had been refused to the label with the word Notaseme 
upon it. The court said: 


“We agree with the Circuit Court that the plaintiff is not in a position 
to recover for an infringement of a registered trade-mark. The mark 
that it used held out to the public as registered in the Patent Office 
precisely the element that had been rejected there. It affirmed that the 
authority of the United States had sanctioned that for which that authority 
had been refused, and by grasping at too much lost all so far as this 
case is concerned.” 
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As we have many times observed, the trade-mark registra- 
tion Act was designed to prevent and not to promote misrepresenta- 
tion. The Patent Office, therefore, would have been justified in 


refusing appellant’s application, quite apart from the opposition 
of the appellee. 


The decision is affirmed. 


Katz Unprerwear Company v. THe Corticetui Sirk Company 
Court of Appeals of the District of Columbia 
December 3, 1928 


Trape-Marxs—Opposition—Goops or SAME Descriptive PRopPERTIES. 
Woven underwear for ladies held to have the same descriptive 
properties as knit garments of the same kind. 
ConFiictinc Marxs—Device or Cat’s Heap. 


Two marks, consisting respectively of a cat’s head with the name 
“Corticelli,’ and of a cat’s head alone, held to be confusingly similar, 
notwithstanding that no evidence of actual confusion in trade was 


shown. 
Appeal from the Commissioner of Patents in an opposition, 


proceeding. Affirmed. For the Commissioner’s decision, see 17 
T. M. Rep. 197. 


Jas. T. Newton, of Washington, D. C., for appellant. 
Titian W. Johnson, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross and Van OrspeEL, 
Associate Justices. 


Martin, C. J.: This is an appeal from a decision of the Com- 
missioner of Patents denying registration of a trade-mark to the 
applicant, now the appellant. 

On December 27, 1924, the applicant, Katz Underwear Com- 
pany, filed an application for the registration of a trade-mark con- 
sisting of a representation of a cat’s head on a circular background 
for use on textile underwear for ladies, alleging continuous use of 
the mark on such goods in applicant’s business since October 1, 
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1924. The application was opposed by The Corticelli Silk Com- 
pany upon a claim of prior use by it in its business of a similar 
mark used with the word “Corticelli” upon goods of the same de- 
scriptive properties, and that confusion in trade would result from 
the registration of the mark of applicant. Testimony was taken 
by both parties. The application was allowed by the Examiner of 
Interferences, but his decision was reversed and the opposition 
sustained by the Commissioner of Patents, from whose decision this 
appeal was taken. 

The testimony discloses that in the year 1898, the applicant 
began the manufacture of woven underwear for ladies, as distin- 
guished from knitted goods; that up to the year 1913 the applicant 
used a representation of three cats as the trade-mark upon its 
goods; that since 1913 applicant has used a single cat’s head as 
a trade-mark for ladies’ woven underwear; that it has built up a 
large business and its good will is very valuable. 

It appears that as early as the year 1900 the opposer adopted 
and used a representation of a single cat’s head, together with the 
word “Corticelli,” as its trade-mark for use upon various articles 
including knitted underwear for ladies, also hosiery and dress 
silks. Opposer has continued the manufacture of dress silks from 
about 1904 up to the present time; and has continued the manu- 
facture of hosiery from 1902 with some intermission up to the 
present time. Opposer began the manufacture of underwear about 
1902 and discontinued it in 1915, not having resumed it from 
that time up to the filing of the opposition. The opposer has ad- 
vertised its goods together with the mark in question at great ex- 
pense, and its good will possesses great commercial value. 

We shall not undertake to discuss the evidence in detail, but 
will simply state that in our opinion the opposer was the prior 
user of the mark in controversy, notwithstanding the use by ap- 
plicant of the representation of three cats; that the competing 
marks are deceptively similar in character, notwithstanding the 
use of the name “Corticelli’” by opposer as part of its mark; that 
the goods of the respective parties are of the same descriptive 
properties, notwithstanding the fact that the goods manufactured 





— 








JOHN WANAMAKER V. THE WARNER BROTHERS CO. 581 


by one party are woven and the other knitted; that the opposer 
did not abandon its trade-mark for hosiery by reason of the inter- 
mission during which its manufacture was suspended, since there 
was no actual or imputed purpose on opposer’s part to abandon 
the same, and its manufacture was resumed prior to the filing of 
the present application; and that it is likely that the similarity in 
the marks will cause confusion in trade and the misleading of pur- 
chasers, notwithstanding the fact that the record contains no proof 
of the actual deception of individual purchasers. 

We therefore affirm the decision of the Commissioner of Patents. 


JoHN WaNAMAKER, PHILADELPHIA V. THE WarNER BROTHERS 
CoMPANY 


Court of Appeals of the District of Columbia 
December 3, 1298 


Trape-Marxs—OppositionN—Conriictinc Marxs—“Reprern” anv “REeEp- 

LEAF.” 

The word “Redfern,” held to be confusingly similar to the mark 
“Redleaf,” both used for corsets, the device of a mapleleaf in the 
latter mark not being sufficient to differentiate it from the former, 
since the public knows a trade-mark by the word used therein, rather 
than by its pictorial feature. 

Same—“‘REDFERN” aS SURNAME. 

In the case at issue, the fact that the word “Redfern” was 
adopted as the name of a designer of corsets does not affect the 
probability of confusion between the marks. 


Appeal from the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 17 
T. M. Rep. 2388. 


Howson § Howson, of Washington, D. C., for appellant. 
Dodge § Dodge, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross and Van OrspeEt, 
Associate Justices. 


Martin, C. J.: This is an appeal in a trade-mark opposition 
case. On December 22, 1925, the appellant corporation, John 
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Wanamaker, Philadelphia, applied for the registration of a trade- 
mark consisting of the word “Redleaf” together with a pictorial 
representation of a red maple leaf, to be used for corsets, the 
applicant alleging continuous use of the mark since October 9, 
1924. The application was opposed by The Warner Brothers 
Company upon the ground that since June 1, 1894, they had con- 
tinuously used the word “Redfern” as a trade-mark for corsets, 
the opposer claiming that the word Redleaf bears such a close 
resemblance to the word Redfern that confusion is likely to occur 
in trade and commerce when the two marks are applied to goods 
of identical character. The Examiner of Interferences sustained 
the opposition, and his decision was affirmed by the Commissioner 
of Patents. This appeal was then taken. 

It is stipulated by the parties that the opposer has continuously 
used the trade-mark Redfern upon corsets since June 1, 1894, and 
has extensively advertised the same; that opposer is unable to state 
the actual amount of money expended by it in advertising Redfern 
corsets prior to 1904, but from 1904 to 1925 its total expenditure 
for such advertising was $1,814,626, and that the sale of Redfern 
garments during that period totaled $11,281,222; that the opposer 
has secured registration of the trade-mark Redfern for corsets in 
the United States Patent Office in the years 1901 and 1905, re- 
newed in 1925, and also has secured registrations in many foreign 
countries. It is stipulated, on the other hand, that in 1895 ap- 
plicant adopted the word Redleaf together with a pictorial repre- 
sentation of a red maple leaf, as a trade-mark for broad silks, 
dress silks, and piece silks, and has used the same continuously 
upon such goods since that date, and that registration of the mark 
for these goods was procured by it in 1907; that in 1908 applicant 
extended the use of said trade-mark to the following classes of 
goods: men’s, boys’, women’s, misses’ and children’s suits, dresses, 
cloaks, wraps, overcoats, jackets, sweaters, hats, caps, neckties, 
mufflers, collars, hosiery, gloves of leather, rubber, fabric, and com- 
binations, shoes of leather, rubber, fabric, and combinations, rid- 
ing boots, puttees, spats, bath robes and pajamas; and has con- 





JOHN WANAMAKER V. THE WARNER BROTHERS CO. 583 


tinued such use to the present time, and that registration of the 
mark for these goods was procured by it in 1924; that continuously 
since August 31, 1928, applicant has used said trade-mark for 
soaps, and registered it accordingly in 1923; and since September 
18, 1928, has used the mark for underwear of one and two pieces; 
and that, since October 9, 1924, applicant has continuously used 
said trade-mark for corsets. 

The Examiner of Interferences held upon the record that there 
was “at least reasonable doubt that confusion in trade would be 
likely because of the use of the respective trade-marks for corsets, 
and that the practice requires that this doubt be received in favor 
of the prior user, which is here the opposer.” 

This decision was affirmed by the Commissioner of Patents, 
who observed that the two marks when each is viewed in its en- 
tirety, possess considerable similarity which would seem to out- 
weigh their differences; that a purchaser does not have both marks 
simultaneously presented for comparison, but often has a mere 
recollection of a mark; and that under such condition it would 
seem that some confusion is probable. The Commissioner added 
that there was in any event a reasonable doubt as to the matter 
of confusion, which should be resolved against the newcomer. 

In our opinion these decisions are correct. The words Red- 


fern and Redleaf are suggestive of similar parts of plants, and 


the syllable “red” is the first and most striking element in each. 
They are likely to lead to confusion in the memory of the average 
buyer for such goods. The picture of a maple leaf in the ap- 
plicant’s mark is not controlling; it is not part of the name when 
spoken, and is of secondary importance in the case. The applicant 
says that the word Redfern was adopted by opposer solely because 
it was the name of a designer of corsets, and was not intended to 
bear a descriptive meaning. That fact, however, has no relation 
to the probability of confusion resulting from the use of both marks 
for identical goods. Moreover, we cannot overlook the fact that 
the opposer had made great expenditures of money and effort in 
advertising its mark for corsets in this and other countries during a 








584 EIGHTEEN TRADE-MARK REPORTER 


period of many years before the applicant made use of its mark 
for that article. 


The decision of the Commissioner of Patents is affirmed. 


In rE AppuiicaTion or W. T. Grant Company 
Court of Appeals of the District of Columbia 
December 3, 1928 


Trape-Marxs—Oprosition—Apreat—Cotor Not REGIsTRABLE. 
The use of mere color, inasmuch as it serves only as an orna- 
mental feature of the goods and does not suggest origin or owner- 
ship, cannot function as a trade-mark. 


Appeal from the decision of the Commissioner of Patents, 
refusing to register a trade-mark. Affirmed. For the Commis- 
sioner’s decision, see 17 T. M. Rep. 442. 


James Atkins, of Washington, D. C., for appellant. 
T. A. Hostetter, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross and Van OnrspeEt, 
Associate Justices. 


Martin, C. J.: This is an appeal from a decision of the Com- 
missioner of Patents affirming the action of the Examiner of Trade- 
Marks in denying registration of appellant’s alleged trade-mark. 

The trade-mark for which registration is sought is for use 
upon hand drills, and is described by the applicant as follows: 

“The trade-mark consists in coloring the outer and inner faces of 
the grinding wheel yellow; one of these faces as shown in the drawing is 
lined to indicate such color.” 

The ground on which registration was refused is that the 
alleged mark is merely a solid color applied to part of the article, 
and is primarily an ornamental feature of the device and not sig- 
nificant of origin or ownership. It was stated by the Commissioner 
that mere color cannot function as a trade-mark; that it is common 
practice for manufacturers and traders to color their articles of 
trade, or parts thereof, any and all colors which judgment or 











H. BLOUNT HUNTER V. F. HOFFMAN & SONS, INC. 585 


fancy may dictate, for purpose of ornamentation; that the colors 
in such cases do not suggest to the public the idea of origin or 
ownership, which is the sole purpose of a trade-mark; and that it 
is only when colors are so impressed in a design as to suggest to 
the public that they are used to distinguish the goods of one manu- 
facturer or owner from like goods having a different origin or 
ownership, that they may be said to function as trade-marks. 

In our opinion the Commissioner’s conclusions are correct. 
In the case of In re Waterman, 34 App. D. C. 185, this court con- 
sidered an application for the registration of a color trade-mark 
for a fountain pen, which gave the color of the feed bar as red, and 
the portion of the reservoir or handle adjacent to the feed bar as 
black. Registration was denied upon the ground that a trade-mark 
cannot be acquired in the use of color not connected with some 
symbol or design; citing Re Hanson’s Trade-mark, L. R. 37 Ch. 
Div. 112; A. Leschen Sons Rope Co. v. Broderick & B. Rope Co., 
201 U. S. 166; and Diamond Match Co. v. Saginaw Match Co., 
142 Fed. 727. 

We deem it sufficient to say that in our opinion the instant 
case is governed by the decision in the Waterman case. The de- 
cision of the Commissioner of Patents is accordingly affirmed. 


H. Birount HunNTER, DOING BUSINESS AS THE CHOCOLISHUS 
Company v. F. Horrman & Sons, Inc. 


Court of Appeals of the District of Columbia 
December 3, 1928 


Trape-Marxs—Descriptive Prerix—Limitrep Prorection. 

The prefix “Choco” being descriptive of a preparation containing 
chocolate, the user cannot be granted a broad protection which would 
prevent others from using the same term in other combinations. 

Conruictinc Marxs—‘Cuoco Sie” Nor Deceptivery Simimar to CxHoc-O- 
Lisxuvs.” 
The mark “Choco-Sip,” used for non-alcoholic cereal beverages, 
held not to be confusingly similar to “Choc-O-Lishus,” used for a 
chocolate flavoring syrup. 
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Appeal from the Commissioner of Patents in a cancellation 
proceeding. Affirmed. For the Commissioner's decision, see 17 
T. M. Rep. 3538. 


William L. Symons of Washington, D. C., for appellant. 
Donald U. Rich and Charles R. Allen, both of Washington, 
D. C., for appellee. 


Before Martin, Chief Justice; Ross and Van Orspet, Asso- 
ciate Justices. 


Van Orspet, A. J.: This appeal is from the decision of the 
Commissioner of Patents in a trade-mark cancellation proceeding, 
wherein the Commissioner refused to sustain the petition of appel- 
lant Hunter seeking the cancellation of appellee’s registered trade- 
mark “Choco-Sip” for use on “non-alcoholic, non-cereal, malt- 
less beverages sold as soft drinks, and syrups for making the 
same.” 

Petitioner's mark on which he relies for cancellation is 
“Choc-O-Lishus” used as a trade-mark for chocolate syrup made 
from cocoa and cane sugar for flavoring soft drinks. 

We agree with the Commissioner of Patents that the deter- 
mination of the question of whether or not the goods of the parties 
are of the same descriptive properties is unnecessary; since the 
marks, in our judgment, are not so similar as to tend to create 
confusion in trade. The term “choco” is suggestive of a prepara- 
tion which contains chocolate, and to that extent is descriptive. 
Appellant, therefore, having adopted a descriptive word, cannot 
be accorded that broad protection which would prevent others 
from using in other relations the same descriptive term. Before 
appellant is entitled to cancellation of other marks containing the 
descriptive term “choco,” it must clearly appear that such marks 
as a whole are deceptively similar to the mark of appellant. We 
think the difference between the marks here involved is clearly 
such as to avoid likelihood of confusion. Hunter v. Russell, 57 
App. D. C., 858; 23 Fed. (2d) 774 [18 T. M. Rep. 44]. 
The decision of the Commissioner of Patents is affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for oil burners, a composite mark com- 
prising a triangle on which are placed the letters ““T D C,” with the 
representation of an arrow passing horizontally through the tri- 
angle, in view of the prior registration of a trade-mark for the 
same goods including the words “Arrow Oil Burner” shown pierced 
by an arrow. 

The ground of the decision is that the marks are deceptively 
similar. In his decision, the First Assistant Commissioner said: 


“The only distinctive feature of the registered mark is the arrow 
emphasized by the word “Arrow.” The goods of the registrant would 
very probably be called “Arrow Burners.” It must be held that the 
representation of the arrow is quite prominent in the applicant’s mark 
and there is at least some likelihood of confusion for this reason. 

“While the case is not free from doubt, yet it is believed, following 
the usual rule, any doubt as to confusion should be resolved against the 
newcomer.” * 


Moore, A. C.: Held that the fact that the opposer, Sonora 
Phonograph Company, Inc., withdrew its opposition to the regis- 
tration by Harry Chirelstein, of the word “Sonatron,” as a trade- 
mark for radio apparatus, after the opposition had been sustained 
by the Examiner of Interferences and the latter’s decision affirmed 
on appeal, was not sufficient ground for granting the registration. 

In his decision, after noting the facts as previously stated 
and that in a case in a United States District Court the defendant 
had been enjoined in a suit brought by the Sonora Phonograph 
Company from the use of the word “Sonatron,” the Assistant Com- 
missioner said: 


“The mark ‘Sonatron’ being confusingly similar to the marks ‘Sonora’ 
and ‘Sonoradio,’ and the goods of the respective parties being of the same 
descriptive properties, to register the applicant’s mark would be in direct 
violation of that clause of Section 5 of the Trade-Mark Act of February 
20, 1905, which provides (quoting): 

“‘It follows, therefore, that the act of the opposer in withdrawing 
its opposition and consenting to the registration of the applicant’s mark 


*Ex parte The Timken-Detroit Co., 151 M. D. 788, October 4, 1928. 
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does not change the status of the case respecting the registrability of the 
applicant’s mark.’ (Ex parte Wasmuth-Endicott Company, 151 Ms. Dec. 
700 [18 T. M. Rep. 422].)”? 


Kinnan, F. A. C.: Held that the applicant is not entitled 
to register, as a trade-mark for anti-freeze solutions, a pictorial 
representation in outline of the front of an automobile hood or 
radiator of the design used upon the Packard automobile. 

The First Assistant Commissioner noted that the Examiner 
had refused registration on the grounds that the representation of 
an automobile radiator in connection with an anti-freezing com- 
pound is public property and that the proposed mark did not dis- 
tinguish from certain prior registrations, and referred to appli- 
cant’s argument that the mark was distinctive because it represented 
the front of the hood or radiator of the Packard car and that the 
mark was not an illustration of the goods itself. 

The First Assistant Commissioner, then, after noting that cer- 
tain of the registrations cited were used upon goods other than 
anti-freezing mixtures, said: 


“* * * Yet the registration, No. 212,634, obtained by The Arctic 
Chemical Company, and that obtained by Peck, No. 186,029, are for marks 
including outlines of a similar portion of the front of a radiator or hood, 
the marks being used upon the identical class of goods upon which appli- 
cant uses its mark. 

“The mark registered by The Arctic Chemical Company includes 
substantially a representation of the entire front portion of a hood or 
radiator and includes the additional distinctive features of the word ‘King’ 
and the pictorial representation of a crown. The registration issued to 
Peck, however, may be said to include, although some shading is shown 
and the design is slightly different, an outline of the same portion of the 
front of an automobile radiator which the applicant has adopted. There 
is the additional feature of the rectangular outline within which the nota- 
tion “40 Below” is placed. In this trade-mark of Peck, the outline of the 
radiator front is so prominent and controlling a part that purchasers 
would be quite likely to refer to the goods, or remember it for future 
purchasing, as the non-freezing solution having a picture of a radiator 
front on it or would style it the radiator front solution. 

“It is believed purchasers, notwithstanding the fact that the appli- 
cant’s design of radiator is well known, would fail to distinguish between 
the two marks. * * * Consumers of goods of the character here under 
consideration would not give much thought to the matter of purchase 
but would be apt to remember the picture of an automobile radiator 


*Sonora Phonograph Co., Inc. v. Harry Chirelstein, 151 M. D. 790, 
October 5, 1928. 
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front on the goods and seeing the applicant’s mark would readily think 
they were purchasing the goods of the registrant Peck.” * 


Consent to Register 


Kinnan, F. A. C.: Held that the applicant is entitled to 
register the notation “Furlana,’ as a trade-mark for woolen piece 
goods, in view of the consent of Samuel Eiseman & Co., who had 
registered the identical mark as a trade-mark for silk, silk cotton 
and satin piece goods. 

In his decision, after noting that the Examiner had stated that 
it was the practice to “regard virtually all piece goods as of the 
same descriptive properties’ and stating that registration should 
be refused if there is any doubt whatever as to the absence of con- 
fusion and that there had been placed on record a consent by the 
registrant to the use by the applicant of the “trade-name as applied 
to woolen piece goods,’ the First Assistant Commissioner said: 


“This consent must be construed to mean that in the judgment of 
the registrant confusion in the trade would be quite unlikely or entirely 
absent. If the goods were identical registration should, notwithstanding 
this consent of the registrant, be denied the applicant, but since the goods 
are different to some degree at least and since woolen goods are not 
generally used for the same purpose as the goods upon which the regis- 
trant uses its mark, it is believed, as the registrant has given consent 
to the applicant’s use of the mark upon its particular class of goods, 
registration should not be denied.” * 


Container of Goods 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for dermatological and epidermical cream, 
a representation of the jar or container for such cream, including 
a ligature to hold the cover in place. 

The ground of the decision is that the alleged mark is nothing 
more than the dress of the goods, that the ligature is for a func- 
tional purpose and that the so-called “star shape,’ which the liga- 
ture is said to form when fastened, would not be noted by pur- 
chasers. 


*Ex parte Packard Motor Car Company of New York, 151 M. D., 
802, October 25, 1928. 

*Ex parte Forstmann & Huffmann Company, 151 M. D. 789, October 
5, 1928. 
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In his decision, after noting that it was uncertain just what 
applicant regarded as his trade-mark and noting the argument 
that the ligature, when properly secured, represents a star shape 
on the cover and that there was some suggestion that the four loops 
of the ligature were not necessary to hold the cover in place, but 
two were added to form the star shape, the First Assistant Com- 
missioner said: 


“The representation of the container with the string for holding the 
cover in place constitutes no more than the dress of the goods and it is 
deemed purchasers would fail to notice the so-termed “star shape” of 
the ligature or, if they noticed it, they would give it no significance. The 
ligature is clearly for the functional purpose of holding the cover on and 
the incidental result of it presenting a star shape would not result in its 
constituting a trade-mark within the accepted meaning of this term. It 
is to be noted, further, that parts which have mechanical functions in 
connection with the goods are not subject to registration as trade-marks 
any more than are mere features of the dress of the goods.” *® 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the term “Del Monte,” as a trade-mark for coffee, notwithstanding 
the opposition of the opposer, which had used the mark on canned 
fruits and vegetables. 

In his decision, the First Assistant Commissioner noted that 
originally applicant sought to register the mark also as used upon 
spices and food-flavoring extracts, but had filed an amendment 
limiting its application for registration to coffee. He further 
noted that it appeared that one Tillman, the father of the present 
member of the firm of Tillman and Bendel, originated that firm 
and used the mark in question and that he was also the founder 
of one of the companies which was the predecessor of the opposer. 
He then stated that it was argued on behalf of the opposer that, 
under these conditions, the applicant is estopped from claiming 
any rights in the trade-mark and argued that the opposer had no 
knowledge, when it adopted its mark, that the firm of Tillman 
and Bendel was using it upon coffee. 

After referring to the facts as above noted, the First Assistant 
Commissioner stated that it was not satisfactorily shown that the 
opposer corporation was in ignorance of the applicant’s use of the 


5 Ex parte Pinaud, Inc., 151 M. D. 799, October 27, 1928. 
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mark on coffee prior to the first use of the mark upon fruits and 
vegetables by the predecessor in business of the opposer, and then 
said: 


“The location of the two business concerns would seem to preclude 
a holding, in the absence of more satisfactory proofs, that the opposer 
corporation and its predecessors were ignorant of the use by the applicant 
company of this mark on coffee. It is believed to be proper to hold that 
Tillman, as president and later director of the opposer’s predecessors, 
was, in advocating the use of the mark upon the products put out by 
the opposer company, reserving to his own company the right to use the 
mark upon coffee. The goods are not specifically the same. The record 
appears to support the view, which seems a plausible one, that up to the 
time of taking testimony there was no difficulty in distinguishing in the 
trade the goods of the respective corporations and there was no confusion 
or mistake in the mind of the public. If the applicant corporation, as 
seems to be the fact from the evidence offered, was permitted to use the 
mark upon coffee continuously since prior to the date when opposer first 
began to use such mark upon the latter’s products, it appears clear enough 
that any rights which opposer may have had to interfere with the use of 
the mark on coffee have been abandoned.” 


He then held that the motion to reopen and take further testi- 
mony on behalf of the opposer was properly denied, since the 
matters sought to be established by that testimony would have no 
effect upon the proper determination of the case.° 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Firesafe,” as a trade-mark for treated lumber, 
since the mark is descriptive of the goods. 

In his decision, the First Assistant Commissioner said: 


“To state that lumber is ‘firesafe’ is merely to state that it will not 
burn under ordinary conditions. While the two words may not have 
been joined in a unitary word and used upon this class of goods prior to 
the applicant’s adoption of the notation, yet both words are common in 
the English language and have a definite meaning, and that meaning is 
the same whether they are used separately or as one word. It seems 
clear enough that even if lumber cannot be made absolutely fireproof, 
yet the clear meaning of the notation sought to be registered is that 
the lumber, when used as lumber is used, will be safe from the hazard of 
fire.” * 


*California Packing Co. v. Tillman & Bendel, Inc., 151 M. D. 799, 
October 24, 1928. 
Ex parte Geo. H. Storm & Co., Inc., 151 M. D. 782, October 2, 1928. 
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Rosertson, C.: Held that the applicant is not entitled to 
register, as a trade-mark for hosiery, the notation “Narroto,”’ the 
letters “O, O” being nestled under the cross arm of the T. 

The ground of the decision is that the mark is descriptive, 
being a mere misspelling of the words “Narrow Toe.” 

In his decision, after referring to applicant’s argument that 
the final syllable “to” is a word in the English language and is 
not “toe” and that “narrow to” means nothing, the Commissioner 
said: 

“Obviously applicant has adopted a phonetic spelling of the descrip- 
tive term ‘narrow toe’ and hence the doctrine of idem sonans applies. 

“The doctrine that merely misspelling a descriptive word does not 
avoid the objection of descriptiveness is well established. 

“Appellant calls attention to the two letters, ‘O O, arranged under 
the cross bar of the letter ‘T.’ An applicant, however, cannot avoid the 


objection of descriptiveness by merely making the letters of different 


sizes and shapes, or as they have been formed and arranged in this case. 
* * * * * * 


“Since it is not denied that the words ‘narrow toe’ would be descrip- 
tive, I can draw no other conclusion than that ‘Narroto’ means the same 
thing and that registration was therefore properly refused.” * 


Geographical Term 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for automobiles and parts thereof, a com- 
posite mark including the words “Hispano Suiza,” printed in a 
diagonal line across the radiator of an automobile, the representa- 
tion of a winged globe surmounted by a cross upon the upper part 
of the radiator shell, and the representation of a flying stork poised 
upon its wings and attached to the radiator cap, the representation 
of the radiator being disclaimed unless and until the words are 
disclaimed apart from the mark as shown. 

The ground of the decision is that the words are geographical 
and therefore the mark is not registrable without the disclaimer. 

In his decision, after stating that he regarded the Examiner’s 
holding that the words were geographical as proper, the First 
Assistant Commissioner said: 


“While there is no single country indicated by these words, yet to 
those who would understand their significance, they would indicate the 


*Ex parte, Cadet Knitting Company, 151 M. D., 806, October 30, 1928. 
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goods had their origin in Spain or in Switzerland, that is, there would 
exist some factory or distributing place in both of these countries and that 
the goods were produced by a manufacturer, firm or corporation which 
conducted business in both of these countries. * * * It is quite common 
practice to employ two names of different nations in conjunction to indi- 
cate that business is conducted in both by the same individual, firm or 
company, and the inference would seem fairly deducible from the coupling 
of the two names, Spanish and Swiss, that the owner of the goods con- 
ducted business in both these countries.” 


With reference to the Examiner’s holding that the disclaimer 
already made was insufficient, he said: 


“It may be the applicant could not, under his trade-mark registra- 
tion, claim protection upon the representation of the radiator apart from 
the words, the representation of the winged globe, and the flying stork. 
It is deemed unnecessary to discuss the rather academic feature as to 
whether the radiator is of a peculiar and individual shape. It is the 
part which supports the individually separate features of the applicant’s 
composite mark and it would seem the disclaimer already filed is sufficient 
for the purpose of obtaining registration of the mark.” ® 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the notation “Tex,” as a trade-mark for a washing and cleasing 
compound, notwithstanding the prior use by opposer of the term 
“Lux,” as a trade-mark for soap and soap powder. 

The ground of the decision is that, while the goods are of the 
same descriptive properties, the marks are not deceptively similar. 
With respect to the latter question, the First Assistant Commis- 
sioner said: 


“The similarity of the two marks resides in their being of three letters 
and having the last letter of each word identical. The marks do not look 
alike except remotely; when pronounced, do not sound alike, and do not 
have any similar significance. There appears to be no attempt upon the 
part of the applicant to imitate the dress of the goods of those of the 
opposer and, while this is not a matter strictly before this tribunal for 
consideration, yet this fact tends to disprove any intent on the part of 
the applicant to palm off its goods for those of the opposer, to benefit 
by the latter’s expenditures in advertising, or obtain profit from its good- 
will. It is believed there is no likelihood of confusion if the marks appear 
upon the respective goods or even the same goods in the same markets.” * 


*Ex parte Clarke D. Pease, 151 M. D. 793, October 11, 1928. 
* Lever Brothers Company v. Riodela Chemical Company, 151 M. D. 
798, October 22, 1928. 



































Te SST M AI ch wate Danstepae eey mcrnra ete sy 


594 EIGHTEEN TRADE-MARK REPORTER 


No Trade-Mark Use 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of March 19, 1920, the notation “Ice Cream 
Rennet,” as a trade-mark for extracts of rennet enzymes. 

The ground of the decision is that the mark is merely the 
name of the article to which it is applied and therefore not regis- 
trable, even under the Act of 1920. 

In his decision, the First Assistant Commissioner said: 


“The trade-mark act under which registration is here sought was 
intended to afford registration of descriptive names or terms which were 
not registrable under the 1905 Act, and this fact is made clear enough 
by the record of the proceedings leading up to the enactment of this law 
of March 19, 1920. It is believed, however, that trade-mark use is essen- 
tial to registration under this Act as well as under the 1905 Act, as 


amended. The definition of a trade-mark would seem to be the same in 
connection with both acts,” 


and then, after referring to applicant’s contention that no one had 
ever used this name upon this class of goods prior to applicant’s 
use and stating that the distinction between a descriptive mark, 
registrable under the 1920 Act, and one not registrable thereunder 
because merely the name of the article in common language is not 
very easily defined, said: 


“Where preparations, including the extract of rennet, especially de- 
signed for use in making ice cream are upon the market, and this fact 
is well known to those engaged in the business of manufacturing ice 
cream, it is obvious enough these parties would refer to such special 
preparations by the name the applicant uses and seeks to register as a 
trade-mark. It does not seem important that no instance is revealed of 
such actual use of these words, as they constitute just the natural terms 
the public would use in referring to such preparations and no one can 
obtain a monopoly upon the right to use them.” 


And, further, after referring to certain publications and pat- 
ents as showing how rennet is used, he said: 


“In view of the foregoing, it seems proper to hold that specially 
prepared compositions including rennet or a rennet enzyme for use in 
making ice cream are well known to those engaged in this industry and 
that to refer to any one of these as an ice cream rennet would be to em- 
ploy but the obviously descriptive words or the obvious name of the goods. 
Notwithstanding, therefore, that this Office is not aware of any instance 
where this name has actually been used in connection with goods of the 
character here under consideration, yet it is deemed clear such notation 
as applicant seeks to register as a trade-mark involves merely the name 
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of the preparation and the use of such name does not constitute trade- 
mark use.” * 

Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for writing and printing paper, the notation “Chi- 
cago Second World’s Fair 1933,” in block type, placed across a 
representation in general outline of the Western Hemisphere. 

In his decision, after noting the holding of the Examiner that 
the notation was not a trade-mark, but merely an advertisement 
of the proposed Second Chicago World’s Fair, which any manu- 
facturer wishing to foster that project would have a right to put 
on his stationery, the Assistant Commissioner said: 


“It is believed that the decision of the Examiner is without error. 
Whether such notation functions as a trade-mark depends upon the effect 
it has upon the public mind. The name of the proposed public enterprise 
and of the city in which it is to be conducted does not suggest origin or 
ownership of the article of merchandise; but, on the contrary, creates the 
impression that the notation has reference to such enterprise. The out- 
line of the Western Hemisphere when associated with said notation empha- 
sizes the place in which the proposed Fair is to take place.” * 


Opposition—Motion to Amend 


Kinnan, F. A. C.: The action of the Examiner of Interfer- 
ences denying a motion to amend the notice of opposition was sus- 
tained. 

It appeared that the original notice of opposition alleged that 
applicant’s mark was confusingly similar to a specified mark of the 
opposer for which registration had been obtained. The proposed 
amendment to the notice referred to two other registrations and 
alleged confusion, particularly when the registration originally set 
up was viewed in the light of these other registrations. 

The ground of the decision is that the reference to the two 
other registrations obviously set up a new ground of opposition, 
which, under the ruling of the Court of Appeals in the Hannis case 
(141 O. G. 589, 82 App. D. C. 530), was not admissible after 
the statutory period of thirty days had expired.’* 


* Ex parte Chr. Hansen’s Laboratory, Inc., 151 M. D. 794, October 

15, 1928. 
2 Bx parte Berkshire Papers, Inc., 151 M. D. 802, October 25, 1928. 
United States Gypsum Co. v. Pennsylvania Gypsum Co., 151 M. D. 
711, July 23, 1928. 
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Opposition—Taking Testimony 


Kinnan, F. A. C.: Held that the opposition of the American 
Chicle Company to the registration by applicant of the notation 
“O-Kiss Me,” as a trade-mark for chocolate-covered, jelly-filled 
candy, based upon the use by opposer of the marks “Kiss Me” and 
“Kis-Me” upon candy-coated chewing gum and chewing gum in 
stick form, should not have been dismissed upon motion. 

In his decision, after noting that the Examiner of Interfer- 
ences, in granting the motion to dismiss, rested his decision upon 
the ground that the question was not an open one, in view of the 
rulings of a prior Commissioner, he said: 

“In dismissing an opposition on motion, the opposer is given no 
opportunity to take testimony and such disposal of the proceedings should 
be made only in a very clear case. That the instant case is not of this 
character would seem to be indicated by the holding of the Court in the 


case of Williamson Candy Co. v. Ucanco Candy Co., 3 Fed. Rep. (2d) 156 
[14 T. M. Rep. 383], wherein it was stated: 


“*While popcorn and chewing gum are not candy, they, like candy, 
may probably be properly considered as confectioneries, and are so related 


to candy that the trade-marks for one are pertinent in considering trade- 
marks for the others.’ 


“It is deemed an opportunity for taking testimony should be granted 
in the instant case.” * 
Ornamental Feature 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for railway car wheels, a mark consist- 
ing of two concentric rings or ridges cast on the face of the wheel. 

Registration was refused by the Examiner on the grounds 
that the rings are mere ornamental features and that a part of 
the complete structure itself is not registrable as a trade-mark if 
such part has any function, either ornamental or utilitarian. 

In his decision, after referring to applicant’s remark, that 
the rings were used solely for trade-mark purposes, that the wheels 
being underneath car bodies are frequently covered with grease 
and dirt and that there are difficulties therefore in providing a 


reliable, readily observable trade-mark, the First Assistant Com- 
missioner said: 


* American Chicle Co. v. John Kalkanian, 151 M. D. 718, July 30, 
1928. 
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“The law is well enough settled that integral parts of articles of manu- 
facture which function in connection with the functioning of the goods are 
not registrable as trade-marks. It is true enough a proper trade-mark 
may be cast or molded into the article to which it is applied and still be 
a proper trade-mark, as in connection with glass and other molded articles. 
The mere fact that appellant’s concentric rings are molded into the wheel 
furnishes no ground for denying they constitute a trade-mark if they are 
in fact so used and would be regarded by those in the trade as indicating 
ownership or origin. 

“The fact that various molded or cast wheels contain rings upon them 
in the relation shown by appellant and that such rings are largely orna- 
mental or are for utilitarian purposes raises a strong presumption that 
the rings disclosed in this application are for one purpose or the other. 

* * * * * 

“It would seem from the art cited by the Examiner, from these two 
patents here noted, and from the statement of counsel as to the original 
purpose of the rings, that the average person in the trade would hardly 
look upon the rings as indicating ownership or origin but would regard 
them for some utilitarian or ornamental purpose. Counsel for appellant, 
in his supplemental brief, requests ‘opportunity to investigate and place 
before the Patent Office the facts in the premises. When such facts are 
presented, a request for reconsideration may be made and it will be con- 
sidered. 

“In the absence of a satisfactory showing that the rings were adopted 
solely for trade-mark purposes and have never had any other purpose, it 
must be deemed that the views of the Examiner are sound.” * 


Ownership 


Moore, A. C.: Held that applicant is not entitled to register 
the words “Rough Rider” and the representation of a cowboy on 
a bucking horse, as a trade-mark for play suits. 

The ground of the decision is that both H. William & Co. and 
the opposer, Nathan Rothman, began to use the mark while it was 
being used by Irving Alsberg & Co., Rothman’s alleged predecessor 
in business, and therefore H. William & Co. acquired no prior 
right to that of Rothman, both being trespassers upon the rights 
of Irving Alsberg & Co. 

In his decision the Assistant Commissioner stated that appli- 
cant claimed no earlier date than January, 1916, that Rothman 
claimed to have used the mark as early as February, 1911, and 
claimed use through his alleged predecessor as far back as 1899 and 
that in 1922 a contract was made between Rothman and Irving 
Alsberg & Co. whereby the former was given exclusive right in the 


**Ex parte Griffin Wheel Co., 151 M. D. 757, August 15, 1928, 
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Pacific Coast territory of the sale and distribution of clothing under 
the “Rough Rider” trade-mark and in May, 1922, Irving Alsberg 
& Co. sold and transferred to Rothman all “right and title in and 
to the copyrighted trade-mark of ‘Rough Rider.’ ”’ 

And then, after noting that it did not appear that Irving 
Alsberg & Co. transferred to the opposer the “Rough Rider’ cloth- 
ing business and good-will, stated that a trade-mark cannot be 
assigned in gross, that the parties seem to admit, and that it was 
established by the evidence, that by the attempted conveyance 
Irving Alsberg & Co. had parted with all title in and had abandoned 
the mark and therefore the case fell within the ruling of the Court 
of Appeals of the District of Columbia in Justin Seubert, Inc., v. 


A. Santaella § Company, 166 O. G. 987, 36 App. D. C. 447, in 
which the court said: 


“It follows that where the trespasser had knowledge of the prior 
owner’s use, or where there were two trespassers at the time of abandon- 
ment, neither could acquire a property right in the mark. If two or more 
persons are using the mark at the time of abandonment, with or without 
knowledge of its prior use, neither would be prior to the other in point 
of time, since no one could in any event date priority of use beyond the 
time when the prior owner surrendered title by the act of abandonment.” ** 


7 Nathan Rothman v. H. William & Co., 151 M. D. 784, October 3, 
1928. 
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